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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-28, are drawn to a method, classified in class 430, subclass 313. 

II. Claim 29 is drawn to a system, classified in class 369, subclass 24.01 . 

III. Claims 30-35, are drawn to a product, classified in class 430, subclass 
270.1. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1 ) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the method can be performed in a materially different system 
such as an ion-beam sputtering system. 

3. Inventions I and III are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the product can 
be used in a materially different process such as molding. 

4. Inventions II and III are unrelated. Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
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operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case Invention III is an adhesive composition and cannot be used in the 
magnetic storage system. 

5. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

6. During a telephone conversation with Mr. Ronald Feece on November 22, 2005, 
a provisional election was made without traverse to prosecute the invention of Group I, 
claims 1-28. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 29-35, are withdrawn from further consideration by the examiner, 
37 CFR 1 .142(b), as being drawn to a non-elected invention. 

7. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. Claims 1-8, 13-22, and 27-28, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U. S. Patent Application Publication No. 2001/0005741 (Breyta et al., 
herein after referred to as Breyta) in view of U. S. Patent No. 5,017,271 (Whewell et al). 

Breyta, in [0008], [0009], [0010], [0011], [0071], and in figures 5-8, discloses a 
method of forming a metal layer on the substrate by coating the substrate with a release 
layer (barrier layer) that comprises a polyphenolic polymer with repeating monomeric 
units and having the formula recited in claims 1, and 15, and is antireflective; coating 
the adhesive layer (release layer) with a top imaging layer (top layer) of photoresist 
material; exposing the photoresist layer through a mask; removing the exposed portion 
of the top imaging layer, and the exposed portion of the barrier layer (adhesive layer) 
using a developer as a result of which an undercut is formed under the top imaging 
layer; and depositing a metal layer onto the exposed portion of the substrate (claims 1 , 
7-8, 13-15, 21-22, and 27-28). Breyta, in [0010], [0012], discloses that the substrate 
includes a seed layer (adhesion promoter layer), the release layer being formed on the 
adhesion promoter layer (seed layer) (claims 2, 16). Breyta, in [0015], and [0016], 
discloses that the release layer composition may comprise 100% of polyphenolic 
polymer (claims 3, 17). Breyta, in [0073], discloses that the release layer (monolayer, 
reference 2 of figure 1 ) (barrier layer) was spin coated on to the substrate (claims 4-5, 
18-19). Breyta, in [0013], discloses that only one of R it R 2 , R3, R4, and R 5 is a hydroxyl 
group (claims 6, and 20). 

The difference between the claims and Breyta is that Breyta does not disclose 
that the material is formed on the exposed portion of the substrate by plating. 
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Whewell, in col 6, lines 39-47, discloses plating the exposed portion of the 
substrate with a material layer. 

Therefore, it would be obvious to a skilled artisan to modify Breyta by replacing 
the sputtering process with a plating process as suggested by Whewell because 
Whewell, in col 4, lines 46-59, discloses that the metal layer can be either electroplated 
or sputtered onto the exposed portion of the substrate, and Whewell, in col 5, lines 35- 
39, discloses that the preferred method of depositing the material layer onto the 
exposed portion of the substrate is plating because it is less expensive and less time 
consuming than sputtering. 

1 0. Claims 9-1 1 , and 23-25, are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over U. S. Patent Application Publication No. 2001/0005741 (Breyta et al., 
herein after referred to as Breyta) in view of U. S. Patent No. 5,017,271 (Whewell et al) 
as applied to 1-8, 13-22, and 27-28, and further in view of U. S. Patent No. 6,866,987 
(Lee). 

Breyta in view of Whewell is discussed in paragraph no. 9. 

The difference between the claims and Breyta in view of Whewell is that Breyta 
in view of Whewell does not disclose that the developer does not remove the exposed 
portion of the barrier layer (claims 9, and 23). Breyta in view of Whewell does not 
disclose that the barrier layer is removed by reactive ion etching (claims 10, and 24). 
Breyta in view of Whewell does not disclose that the barrier layer is removed by milling 
(claims 11, and 25). 

Lee, in col 3, lines 42-57, and in col 4, lines 9-15, discloses that the exposed 
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portions of the barrier layer (layer beneath the imaging photoresist layer, under layer 
resist) is not removed by the developer, and that the exposed portion of the under layer 
resist (barrier layer) can be removed by milling or RIE using the top layer photoresist as 
the mask. 

Therefore, it would be obvious to a skilled artisan to modify Breyta in view of 
Whewell by employing the etching methods suggested by Lee because Lee, in col 3, 
lines 55-64, and in col 4, lines 10-15, discloses that the exposed layer of resist beneath 
the top layer resist can either be developed or milled or etched (RIE) such that etching 
occurs only in the direction normal or near normal to the substrate surface resulting in a 
controlled undercut. 

1 1 . Claims 12, and 26, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U. S. Patent Application Publication No. 2001/0005741 (Breyta et al., herein after 
referred to as Breyta) in view of U. S. Patent No. 5,017,271 (Whewell et al) as applied to 
claims 1-8, 13-22, and 27-28 above, and further in view of U. S. Patent No. 6,218,056 
(Pinarbasi etal). 

Breyta in view of Whewell is discussed in paragraph no. 9. 

The difference between the claims and Breyta in view of Whewell is that Breyta 
in view of Whewell does not disclose that removing the exposed portion of the barrier 
layer does not create undercuts under the photoresist (claims 12, and 26). 

Pinarbasi, in col 6, lines 38-54, discloses that the release layer (beneath the 
photoresist layer mask) is exposed, for removal, to the e-beam and is scissioned and 
not necessarily undercut (see figures 10, and 11). 
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Therefore, it would be obvious to a skilled artisan to modify Breyta in view of 
Whewell by employing the etching methods suggested by Pinarbasi because Pinarbasi, 
in col 6, lines 55-67, in col 7, lines 1-7, discloses that exposing the release layer to e- 
beam results in the use of weak developers that can be developer-controlled so as to 
precisely define, and control the height and the length of the undercuts formed in the 
release layer under the top photoresist layer. 



1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daborah Chacko-Davis whose telephone number is 
(571)272-1380. The examiner can normally be reached on M-F 9:30 - 6:00. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark F Huff can be reached on (571) 272-1385. The fax phone number for 
the organization where this application or proceeding is assigned is (571) 273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




November 23, 2005. 




JOHN A. MCPHERSON 
PRIMARY EXAMINER 



